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BITAJLHI ACTION 

L Examiner acknowledges receipt of Applicant's preliminary amendment, received 26 July 2004; which 
cancels claims 1-22, and introduces claims 23-57. Claims 23-57 are now pending in this application. 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. §1 19(a)-(d), which papers have been 
placed of record in the file. 

3. Examiner acknowledges receipt of Applicant's information disclosure statement, received 26 July 
2004, with accompanying reference copies. This submission is in conpliance. with the provisions of 37 CFR 
§ 1 .97. Accordingly, it has been taken into consideration for this Office action. 

4. Examiner acknowledges receipt of Applicant's formal drawings. These drawings are acceptable. 

5. The following is a quotation of the second paragraph of 35 U.S.C. § 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which AppUcant regards as his invention. 

6. Claims 23-57 are rejected under 35 U.S.C. §112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which Applicant regards as the invention. 

In claims 23, 32 and 45 (and similarly throughout the claims), the phraseology "information of a 
device manufacturing process as for a device manufacturing process" is grammatically awkward and/or 
appears to be redundant. It is difficult to understand what the metes and bounds of this phrasing is supposed 
to be. Also, there is no clear and proper functional antecedence for "selecting a wafer manufacturing process 
which can manufacture a semiconductor wafer having wafer characteristics corresponding to the information 
of the device manufacturing process" (or similar language), since, no correspondence between any such 
pieces of information has been clearly provided for, such that selecting can be dependent thereon. 

In claim 28, the first occurrence of an abbreviation in the claims must be accorrpanied by its 
definition. In this case, "CMP" is not defined in the claim language. 

In claims 30 and 31, there is no clear and proper functional antecedence for "printing a laser mark 
corresponding to the information of the device manufacturing process," since no correspondence between 
any such elements has been clearly provided for, such that printing can be dependent thereon. 

In claims 41, 43, 54 and 56, there is no clear and proper antecedent basis for "the ABC parameter." 
Further in claims 43 and 56, there is no clear and proper antecedent basis for "the configuration of the back 
surface of the semiconductor wafer." 
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The remainder of the claims are rejected as necessarily incorporating the above-noted ambiguities of 
their parent claims. 

Z The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that form the basis for 
the rejections under this section inade in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by Applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by Applicant for patent or (2) a patent granted on an apphcation for 
patent by another filed in the United States before the invention by Applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

«. Claims 23-25, 28, 30, 32-34, 37, 39, 45-47, 50 and 52 are rejected under 35 U.S.C. §§ 102(a) and 
102(e) as being clearly anticipated by Mori et al. (U.S. Patent Apphcation Publication No, 2002/0143424; 
now issued as U.S. Patent No. 6,725,122), which discloses a "method of selecting a photomask 
manufacturer" that "includes the steps of storing bidding data sent from a photomask manufacturer, 
correcting a responded delivery date included in the received bidding data to a corrected delivery date based 
on a delivery date achieving ratio in a last month, storing priorities relating to a delivery date, technology, 
order reception and price, reading the corrected delivery date for each of the manufacturers making a bid for 
a product number to be ordered when the product number is input, calculating total evaluation for each 
photomask manufacturer based on the plurality of priorities, and selecting the photomask manufacturer 
satisfying the corrected delivery date and providing the highest result of total evaluation, as the receiver of 
the order" (the abstract). 

As per the claims, Mori et al. teach that it was well known in the art to perform the steps of 
"information relating to the specifications of the photomask is sent from the orderer, i.e., IC chip 
manufacturer to the receiver of the order, i.e., a photomask manufacturer in the form of data stored in a 
magnetic tape or via an online system. The photomask manufacturer produces manufacturing data for the 
photomask based on the information relating to the received specifications. In addition to this, order 
information relating to a quantity of photomasks, a requested-date of delivery and others is sent from the IC 
chip manufacturer to the photomask manufacturer via a telephone or online. Based on the order information, 
the photomask manufacturer prepares information (manufacturing priority, product number, quantity, 
delivery destination, delivery date and others) as well as management data including information required for 
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quality management. The prepared management data is sent to the photomask production line. The 
photomask production line produces the photomasks based on the manufacturing data and management data. 
The photomasks are produced by an electron beam exposing device, which is controlled in accordance with 
the manufacturing data" (paragraphs 5-6). Mori et al. goes on to further teach that "Japanese Patent Laying- 
Open No, 9-180980 has disclosed the foregoing type of manufacturing system for the IC chips. In this IC 
chip manufacturing system, an interconnection pattern is changed in accordance with specifications required 
by a customer. The system includes an input terminal, a processing unit and a production line. The input 
terminal is used by customers purchasing the IC chips. The input terminal includes an input circuit for 
entering the information such as specifications and quantity of IC chips requested by the customer. The 
processing unit includes a preparing circuit, which operates based on the information entered through the 
input terminal to prepare data required for an exposing step and data required for production management 
and quality management of the IC chip, and also includes a transmission circuit for transmitting the data 
prepared by the preparing circuit to the production line. The production line produces the IC chips in 
accordance with the data transmitted from the processing unit" (paragraph 7). Also see, at least, Figs. 1, 7, 8, 
15, 18 and 24, with associated text; including paragraphs 19-20, wherein the "technology data" of Mori et al. 
is defined as pertaining to the actual manufacturing of the item (i.e.; the manufacturing process/device). 

P. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. PatentabiUty shall not be negatived by the 
manner in which the invention was made. 

10. Claims 26, 27, 29, 31, 35, 36, 38, 40-44, 48, 49, 51 and 53-57 are rejected under 35 U.S.C. §i03(a) 
as being unpatentable over Mori et al. (U.S. Patent Application Publication No. 2002/0143424; now issued as 
U.S. Patent No. 6,725,122), as applied to claims 23, 32 and 45 above, further in view of Kurosawa (U.S. 
Patent No. 6,704,093). 

Mori et al. teach Applicant's invention substantially as instantly claimed, except for the presence of 
the "ABC parameters," In this regard, as per claims 26, 27, 35, 36, 41, 42, 48, 49, 54 and 55, the mere 
presence of a particular type of data, without such data actually being utilized in any way, is not patentably 
distinguishing, since it is well within the knowledge of one having ordinary skill in the art to include any 
desired type of data, based upon inplementation specifics of the system In other words, it would have been 
obvious, to one having ordinary skill in the art, at the time the instant invention was made, to include any 
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type of data in the system of Mori et al., based iq)on such implementation criteria as report contents and/or 
items to be manufactured having specific data constraints/characteristics. Furthermore in this regard, and 
further as per claims 43, 44, 56 and 57, Kurosawa teaches that it was well-known in the semiconductor 
manufacturing art to use such "ABC parameters" to control wafer manufacturing processes (see, at least, coL 
15, lines 12-37). It would have been obvious, to one having ordinary skill in the art, at the time the instant 
invention was made, to utilize such parameters in the system of Mori et al, because it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its suitabihty for the 
intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 4 16. 

11. This application currently names joint inventors. In considering patentability of the claims under 35 
US.C. §103(a), Examiner presumes that the subject matter of the various claims was commonly owned at 
the time any inventions covered therein were made absent any evidence to the contrary. Apphcant is advised 
of the obligation under 37 CFR §1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for Examiner to consider the applicability 
of 35 U.S.C. §103(c) and potential 35 US.C §102(e), (f) or (g) prior art under 35 U.S.C. §103(a). 

12. The prior art made of record and not relied upon is considered pertinent to Applicant's disclosure. 
Applicant is advised to carefully review the cited art, as evidence of the state of the art, in preparation for 
responding to this Office action. 

13. Any inquiry concerning this communication or eariier communications from the examiner should be 
directed to Maria N. Von Buhr whose telephone number is 571-272-3755. The examiner can normally be 
reached on M-F (9am-5pm). 

If attenpts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Leo 
Picard can be reached on 571-272-3749. The fax phone number for the organization where this application 
or proceeding is assigned is 57 1 -273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained from 
either Private PAIR or PubHc PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto,gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 
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Primary Patent Examiner 
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